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DETAILED ACTION 

1. Claims 1-13 have been cancelled. Claims 14-31 are pending in this office action. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claims 14-31 are rejected under 35 U.S.C. 101 because the claims are directed to non- 
statutory subject matter. 

With respect to claim 14, the claim is rejected under 35 U.S.C. 101 because the invention, 
as claimed, appears to be directed to merely an abstract idea. The Examiner makes this assertion 
because the claim simply recites designating a field or search, generating a list of words, entering 
search criteria, an determining search able elements with no attempt to tie all of the methods 
steps together in order to carry out a final, conclusionar/method step. Since the claim presented 
by the applicant is simply a representation of an abstract idea, the claims are not covered by the 
statutory categories of patentable subject matter set forth in 35 U.S.C. 101 . 

However, an abstract idea is categorized as one of three judicially created exceptions to 
patentable subject matter (the three exceptions are Laws of Nature, Natural Phenomena, and 
Abstract Ideas). The courts have concluded that in order to patent one of the three judicial 
exceptions to the statutory categories of invention the applicant must show that the claimed 
invention has a practical, real-world application that produces a useful, concrete, and tangible 
result (State Street 149 F.3d at 1373-74, 47 USPQld at 1601-02). 
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In order to overcome this rejection, it is required that the Applicant amend claim l*4uch 
that claim l^provides a final, conclusionary step. This final step should tie together all 
previously recited method steps. Finally, the claimed invention as a whole must set forth a 
practical application of the invention, which provides a useful, concrete, and tangible result. The 
Examiner would favorably consider an amendment which recites language directed to actually 
constructing a query based on the lists of words entered and generated in steps (a) - (d), 
executing a query, and then receiving results returned from the execution of the query. However, 
the Applicant is free to develop his/her own amendment in order to make the claims patentable 
under 35 U.S.C. 101. Correction of this deficiency is required. 

Claims 15-22 are rejected because they fail to correct the deficiency that arises in claim iy. 
Claim 23 is directed to an article of manufacture containing a computer readable medium. 
A computer program is classified as an abstract idea. Since claim 23 is directed to an abstract 
idea, it is rejected under the same reasons set forth in the rejection of claim IV See rejection of 
claim Pjfor a suggestion as to how to amend the claim such that the claim can become patentable 
under 35 U.S.C. 101. 

Claims 24-31 are rejected because they fail to correct the deficiency that arises in claim 

23. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United . 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 14-16, 18-20, 23-26, and 28-30 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Patent Application Publication Number 2004/0024739 issued to Max 
Copperman et al. (hereinafter "Copperman"). 
Claim 14: 

Copperman discloses a method of utilizing an intellectual property thesaurus, the method 
comprising: 

(a) designating a field of search based on selection of at least one of a plurality of 
classifications of an intellectual property classification system (Copperman: paragraph [0059]- 
paragraph [0061] and paragraph [0154], lines 1-8; In the first reference cited ([0059] - [0061]), Copperman clearly 
discloses a system which stores intellectual property documents which are classified by use of a taxonomy. Surely a 
system, which stores classified intellectual property, is an 'intellectual property classification system'. The second 
reference cited clearly discloses the user selecting specific classifications (taxonomies and concept nodes) of 
documents. As noted above, the documents can include intellectual property documents.); 

(b) generating a list of words found in intellectual property information classified in the 
field of search designated in said designating step (a) (Copperman: paragraph [0008], lines 9-12 and 
paragraph [0075])] 

(c) entering search criteria utilizing keywords (Copperman: paragraph [0154], lines 1-8); and 

(d) determining searchable elements related to keywords in the search criteria based on 
the list of words generated in said generating step (b) (Copperman: paragraph [0162]). 
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Claim 15: 

Copperman discloses all the elements of claim 14, as noted above, and Copperman 
further discloses wherein said generating step (b) further comprises the step of determining a 
frequency of occurrence of each listed word found in the intellectual property information 
associated with the field of search (Copperman: paragraph 10082], lines 8-16 and paragraph [01221 lines 39- 
45). 

Claim 16: 

Copperman discloses all the elements of claim 15, as noted above, and Copperman 
further discloses: 

(e) displaying, in the form of a word-frequency list, the list of words found in the 
intellectual property information classified in the field of search, wherein each listed 
word is associated with a corresponding frequency of occurrence of the listed word 

(Copperman: paragraph 10122], lines 39-45 and paragraph [0122], lines 55-57; Note specifically that the terms (for 
which word frequencies were determined) are presented (displayed) to a user.). 
Claim 18: 

Copperman discloses all the elements of claim 14, as noted above, and Copperman 
further discloses wherein said entering step (c) comprises entering keywords that formulate a 
search query (Copperman: paragraph [0154], lines l-8)\ and wherein said determining step (d) 
comprises: 

determining searchable elements related to select keywords in the search query by 
locating words on the list generated in said generating step (b) that are synonyms of select 
keywords in the search query (Copperman: paragraph [0162], lines 2-6); and 
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storing the synonyms thus determined in an accrued synonym list corresponding to the 
select keyword in the search query (Copperman: paragraph [0162]). 
Claim 19: 

Copperman discloses all the elements of claim 18, as noted above, and Copperman 
further discloses wherein said determining step (d) is automatically preformed to determine 
synonyms for keywords in the search query (Copperman: paragraph 10162], lines 1-6; Note specifically that 
the search query is actually 'performed'.). 
Claim 20: 

Copperman discloses all the elements of claim 18, as noted above, and Copperman 
further discloses wherein said step (c) further comprises the step of automatically incorporating 
into the search criteria synonyms form the accrued synonym list (Copperman: paragraph [0162], lines 
1-6). ■ 
Claim 23: 

Copperman discloses in a search system for use in searching for intellectual property 
information, the improvement comprising an article of manufacture having stored thereon an 
executable program operative to effectuate searching for intellectual property information in 
connection with the search system, wherein the executable program is executed to perform the 
steps of: 

(a) designating a source grouping comprising at least one document having intellectual 
property information (Copperman: paragraph [0059] - paragraph [0061] an d paragraph [0154], lines 1-8; See 
rejection of claim 14 for further comments on these references.); 
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(b) generating a list of words found in the at least one document in the intellectual 
property information within the source grouping designated in said designating step (a) 
(Copperman: paragraph [0008], lines 9-22 and paragraph [0075]); and providing at least a portion of the 
elements in the list for later use as search criteria (Copperman: paragraph [0162]), 
Claim 24: 

All the limitations of claim 24 were clearly addressed in the rejection of claim 18. Claim 

24 is rejected under the same reasons set forth in the rejection of claim 18. 
Claim 25: 

All the limitations of claim 25 were clearly addressed in the rejection of claim 18. Claim 

25 is rejected under the same reasons set forth in the rejection of claim 18. 
Claim 26: 

Copperman discloses all the elements of claim 25, as noted above, and Copperman 
further discloses wherein said designating step (a) further comprises: 

receiving input signals from a user containing a selection of at least one of a plurality of 
classifications of an intellectual property classification system; and designating the source 
grouping as a field of search based on the input selection from the user (Copperman: paragraph [0059] 
-paragraph [0061] and paragraph [0154], lines 1-8; In the first reference cited ([0059] - [0061]), Copperman 
clearly discloses a system which stores intellectual property documents which are classified by use of a taxonomy. 
Surely a system, which stores classified intellectual property, is an 'intellectual property classification system'. The 
second reference cited clearly discloses the user selecting specific classifications (taxonomies and concept nodes) of 
documents. As noted above, the documents can include intellectual property documents.). 
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Claim 28: 

Copperman discloses all the elements of claim 25, as noted above, and Copperman 
further discloses wherein the source grouping includes selected intellectual property information 
stored in a database (Copperman: paragraph [0059] - 10061]), and wherein said generating step (b) 
includes the step of retrieving the selected intellectual property information from the database 
and compiling the list of words found in the retrieved intellectual property information 
(Copperman: paragraph [0008], lines 9-12 and paragraph [0075]). 
Claim 29: 

All the limitations of claim 29 were clearly addressed in the rejection of claim 20. Claim 
29 is rejected under the same reasons set forth in the rejection of claim 20. 
Claim 30: 

Copperman discloses all the elements of claim 29, as noted above, and Copperman 
further discloses wherein the executable program further comprises the step of: 

outputting the search criteria to a user interface (Copperman: paragraph [0156], lines 3-5; Note 
specifically that the search engine 'returns documents' to a user.); and 

accessing at least one remote database unit for intellectual property information 
corresponding to the search criteria (Copperman: paragraph [0037] and paragraph [0042] and paragraph 
[0059] - [0061 ] and paragraph [0162], lines 1-6; The first two references clearly show that the search queries are 
intended to be executed remotely over a network in specifying that the invention is an 'e-service portal' and further 
specifying that the invention can be implemented in a client-server arrangement.). 
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Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 17, 21-22, and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Copperman and fiirther in view of U.S. Patent Application Publication Number 2004/0230574 

issued to Alexander N. Kravets (hereinafter "Kravets"). 

Claim 17: 

Copperman discloses all the elements of claim 16, as noted above, and Copperman 
further discloses the display of the word-frequency list (Copperman: paragraph [0122], lines 39-45 and 
paragraph [0122], lines 55-57). 

Copperman does not explicitly disclose wherein said displaying step (e) comprises 
simultaneous display of the search criteria during operation of said entering step (c). However, 
Kravets discloses wherein said displaying step (e) comprises simultaneous display of the search 
criteria during operation of said entering step (c) and the display of the word-frequency list 
(Kravets: paragraph [0044], lines 1-15 and Fig. 6, 300 and Fig. 8, 320). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the teachings of Copperman with the teachings of Kravets noted above for 
the purpose of displaying both the user's input query and suggested search terms based upon a 
word-frequency list simultaneously (Kravets: [0044]). The skilled artisan would have been 
motivated to improve the teachings of Copperman per the above such that predicted or suggested 
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search terms are presented to the user in order to aid the user in locating the best search results 
(Kravets: paragraph [0044], lines 9-15). 
Claim 21: 

The combination of Copperman and Kravets discloses all the elements of claim 17, as 
noted above, and Copperman further discloses wherein utilizing an intellectual property 
thesaurus further comprises: 

(f) submitting the search criteria as a search query to the database (Copperman: paragraph 
[0162], lines 1-6; When the search query is 'performed', the search query is submitted to a database.). 
Claim 22: 

The combination of Copperman and Kravets discloses all the elements of claim 21, as 
noted above, and Copperman further discloses wherein said submitting step (f) includes 
transmission of the search query to a remote database over the Internet (Copperman: paragraph [0037] 
and paragraph [0042] and paragraph [0162], lines 1-6; The first two references clearly show that the search queries 
are intended to be executed remotely over a network in specifying that the invention is an 'e-service portal' and 
further specifying that the invention can be implemented in a client-server arrangement.). 
Claim 31: 

Claim 31 is rejected under the same reasons set forth in the rejection of claim 17. 

5. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Copperman and 
further in view of U.S. Patent Number 5,991,751 issued Kevin G. Rivette et al. (hereinafter 
"Rivette"). 
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Claim 27: 

Copperman discloses all the elements of claim 26, as noted above, but Copperman does 
not explicitly disclose wherein the classification system is the system used by the U.S. Patent and 
Trademark Office for classification of patents, and wherein the input signals contain a selection 
of a plurality of classes and subclasses that form the source grouping. 

However, Rivette discloses wherein the classification system is the system used by the 
U.S. Patent and Trademark Office for the classification of patents (Rivette: column 17, lines 55-66), 
and wherein the input signals contain a selection of a plurality of classes and subclasses that form 
the source grouping (Rivette: Fig. 57, 5718-5722). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the teachings of Copperman with the teachings of Rivette noted above. The 
skilled artisan would have been motivated to improve the teachings of Copperman per the above 
such that a user could easily identify patents that satisfy a specified key word search criteria 
(Rivette: column 2, lines 25-26). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick A. Darno whose telephone number is (571) 272-0788. 
The examiner can normally be reached on Monday - Friday, 9:00 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Don Wong can be reached on (571) 272-1834. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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